AIM submission to public comments on the ICANN Implementation Recommendation Team (IRT) draft report
Background

ICANN plans an unlimited expansion of new top-level domain names (TLDs) in 2010 and beyond, and developed a process to assess applications for new TLDs with tests for financial and technical robustness. Because the potential impact on trademarks was not sufficiently taken into account the ICANN board after some heavy lobbying by the trademark community established a small group in March 2009: the Implementation Recommendation Team (IRT). It was charged to produce (in a short time frame) trademark protection measures suitable for immediate implementation as part of the new TLD application process.  The IRT published its first draft report in April 2009
The draft report has five proposals:
1. IP Clearinghouse, Globally Protected Marks List and associated rights protection mechanisms, and standardized pre-launch rights protection mechanisms;

2. Uniform Rapid Suspension System (“URS”);

3. Post delegation dispute resolution mechanisms at the top level;

4. Whois requirements for new TLDs; 

5. Use of algorithm in string confusion review during initial evaluation.

Support

AIM supports the general drift of proposals in this draft report. It is vital that the interests of the users who ultimately pay for the Internet are taken into account.  It is unacceptable that “externalities” of cost are forced upon neutral third parties because ICANN chooses to award a new contract.  Trademark mechanisms such as those mentioned will help reduce the cost of these externalities.

AIM Comments

1. IP Clearinghouse 
1.1 Zero cost to submit

The need for an IP Clearinghouse (to support abuse and fraud prevention systems) is driven as a result of the domain name applicant’s business opportunity. The costs of abuse prevention should be down to the applicant registry and included within the application fees.

AIM recommends that the costs should be zero to the trademark holder for submission.
1.2 Zero cost for validation

AIM recommends that  the costs should be zero to the trademark holder for the data validation (for the reasons stated in 1.1 above).

AIM recommends this be done every three years not annually.

Watch service

1.3 Equal access for  other watch services

The effect of an ICANN service on existing commercial private sector watch services must be taken into account. 
AIM recommends that commercial watch services should be provided with free and timely access to the IP Clearing House.

Globally Protected Marks (GPM) list

Establishing such as list is inherently complex. (WIPO looked at this some years ago and quickly decided that it was not possible to establish exhaustive criteria to define a well-known mark) Nevertheless AIM supports the GPM as it is an enabling mechanism for other abuse and  fraud prevention mechanisms. AIM has a number of suggestions for improvement below.
1.4 Use

There is no mention of use of the trademark. It is the use of a trademark that determines its fame, rather than the number of trademark registrations the owner may hold. There are plenty of widely protected marks that are hardly known nowadays but their owners hang on to the registrations because they retain some goodwill. 
AIM recommends the inclusion of a use criteria or at least a challenge mechanism for non-use.
1.5  Knowing the unknowable

The IRT draft report states  “The trademark owner must state that no other party owns a trademark registration for the applied-for GPM.” So how would LOTUS shoes, LOTUS cars and LOTUS tissues, answer that question? How can anyone answer with certainty that no-one anywhere in the world has a registration for the same mark, perhaps in a different category?
AIM recommends dropping this requirement.

1.6. The 200 threshold

The report recommends “Ownership by the trademark owner of 200 trademark registrations of national effect for a GPM that have issued in at least 90 countries across all 5 ICANN Regions”. Is this not incorrectly drafted? As written it would require an owner to have more than two registrations for the same (word) mark in the 90 countries. There are in any case only just over 200 sovereign states in the world.  (Major portfolio holders such as Unilever have commented that based on their substantial trademark portfolios of word marks, even they would not meet the threshold as currently written). 

AIM recommends a simpler test of 100 registrations of the identical word mark. 
1.7. The qualifying date

The report recommends “All trademark registrations must have issued on or before November 1, 2008”.  This means that more recent trademarks cannot be considered for GPM protection until such time as ‘they change the date’ which does not make sense.  Some trade mark registries have backlogs of several years delaying registration so disadvantaging the owner. What is the reason behind putting a date/cut off date there? 

AIM recommends a simplification: accept all current registrations.
1.8. The increased 300 registration threshold

If there is another trade mark, the draft report says the applicant must “(a) meet the increased numerical threshold of 300 trademark registrations or (b) submit documentation of final judgments by three different courts that the applied-for GPM has been found to be famous under the national law applied by that country.” This approach is wrong and impractical. Wrong because famous trade marks co-exist in different categories. So co-existence should be possible on the GPM. Impractical because both the 300 limit is too arbitrary and the test of 3 decisions by different courts an impossibly high threshold. 

AIM recommends scrapping this concept.
1.9. Legal entity

What about companies that don’t hold all their registrations in the name of a single legal entity but hold those national trademarks in the names of their national companies? There are some big name companies with such a structure. They could never qualify for this “globally protected” status.  

AIM recommends the ability to link the names of companies in some way under the corporate name.
1.10. Identical or similar?
The blocking of offending domain names sounds attractive except it refers to "which initially blocks the registration of second-level domain names that are an identical match of the GPM" If only identical names are blocked this leaves enormous scope for abuse. So for example BLOGGOSHOE, BLOGGOSHOES, BLOGGOSANDALS, BLOGGOSHOESHOP etc would be allowed despite BLOGGO being acknowledged as a GPM. 
AIM recommends the inclusion of additional typo-squatting and similarity safeguards.
2. Uniform Rapid Suspension System (URS)

2.1 Differentiation to the UDRP

This could be excellent if it solves take-down issues not available under the UDRP and can be more timely than the UDRP.  
AIM recommends that the next report explains in greater detail the difference between the proposed URS and the existing UDRP.

2.2 Who pays?

Loser pays systems are most effective in preventing abuse.

AIM recommends a loser pays system for the URS.

3. Post delegation dispute resolution mechanisms at the top level

3.1 Support

AIM supports this safeguard.

4. Whois requirements for new TLDs; and

4.1 Yes to a “thick” WHOIS

This resource is too important to leave to non-involved third parties.  It also makes any application of privacy laws more effective.
AIM supports the recommendation for a “thick” WHOIS.

5. String confusion

5.1 Visual test is inadequate
There is a reason why standard trademark evaluations are on three criteria: visual, aural and concept. This 3-point evaluation has stood the test of time: it is done everyday in trade mark offices around the world. The IRT recommendation is that the algorithm with its inadequate visual test only be used to identify those strings that require the application of further analysis.

AIM supports this IRT recommendation and urges the further analysis includes the three tests of visual, aural and concept. 
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