Background

Recommendation 3 (b) “advising IGOs and INGOs to, in the first instance and prior to filing a UDRP or URS complaint, contact the registrar of record to address the harms for which they are seeking redress” in many ways surpasses GAC advice as it provides a route to deal with such harms at no cost and in a timely manner (minutes/hours) for both infringing and non-infringing domains (whereas URS or UDRP is weeks/months, involves substantial costs and the domain needs to infringe).

If we look at the harms the representatives of the IGOs submitted in evidence to the working group1 to demonstrate an urgent need for a separate IGO specially tailored appeal mechanism within UDRP, we can safely say (a) that it is highly improbable that any registrant engaging in the cited harms is even going to defend a UDRP proceeding brought against them and (b) more often than not, will not even use an infringing domain.2

Further the idea that such a registrant losing a UDRP is then going to initiate a lawsuit is not credible, however this is how the IGOs have presented the issue at the highest level3 in an attempt to gain support for a separate curative rights appeal mechanism within UDRP4 and this is what the working group was asked to consider. 


Legal expert’s external report

Professor Edward Swaine considered whether an IGO had a reasonable expectation that the scope of IGO immunity would extend to the situation where an IGO had initiated a claim absent UDRP.5 

He isolated the case where an IGO would have a reasonable expectation of immunity namely the scenario where a domain-name registrant sought a declaratory judgment against an IGO in relation to some actual or potential infringement, and then asks his reader to believe that any reasonable expectation of immunity could also be applied to the scenario the working group was asked to consider namely where the IGO was initiating proceedings. 

In every forum in the world we have a claimant (red) and a defendant (blue). Immunity is a blue shield it is ONLY a defence for a defendant (blue). There is no forum anywhere in the world (on any matter not just domain names) where an IGO can initiate a claim (red) and expect to use a blue immunity shield in either the initial round or any subsequent rounds, yet Professor Swaine at the bottom of page 8 of his memo is asking his readers to believe that it is possible. 6

It isn’t, therefore we can safely say absent UDRP the IGOs have no reasonable expectation of immunity after initiating a claim. 


Proof

Absent UDRP there are two possible ways the immunity question could come before a court: (a) A TM owner seeks to acquire a domain which an IGO has registered, (b) An IGO seeks to acquire a domain which a domain registrant has registered. 

In (a) the IGO would be entitled to raise an immunity defence, in (b) the IGO would be required to waive immunity for the court to consider the matter.

As the UDRP is an administrative procedure to help take less complex cases out of the judicial system if UDRP is to afford the same protections as any other forum then UDRP needs to take into account both cases.

(a) A TM owner seeks to acquire a domain which an IGO has registered by bringing a UDRP, (b) An IGO seeks to acquire a domain which a domain registrant has registered by bringing a UDRP.


Conclusion

The working group has not considered (a) which hides the fact that in (b) an IGO is never entitled to jurisdictional immunity after choosing to initiate proceedings. The incorrect Swaine reasoning introduces irrelevant complexity which confuses rather than clarifies and should therefore I believe have no place in the working group’s final report.

Once one accepts that after initiating a dispute an IGO has no reasonable expectation of immunity it is far easier to narrow the options for recommendation #5 and this is what should have happened prior to any final working group consensus vote.


Note on recommendation #5 

The various options the working group considered for Recommendation #5 were for what should happen in the extremely unlikely situation where the respondent files a post-UDRP action, the IGO asserts immunity by filing a motion to dismiss, the Court grants the motion and the case is dismissed rather than reaching a decision on the merits, as currently the effect of dismissal is that the UDRP decision is no longer deferred and the domain transfers to the Complainant.

It was very disappointing that those leading the working group were intent for political reasons on the working group reaching consensus around their own preferred option #3, an inelegant post-UDRP-post-judicial arbitration option, even when it was apparent the overwhelming majority of working group members did not support option #3. 

Option #6 built on option #1 in an attempt to try and get those leading the working group to explore the opportunity of using UDRP process improvements for all IGO disputes not just the highly unlikely post-judicial disputes. Under Nominet DRS around 30% of disputes are settled through free private mediation at no cost to either party with less than 0.5% of disputes getting appealed.

While the working group reached consensus on option #1, had those leading the working group been less determined to develop and then try and force through their option #3 there would easily have been time for the working group to explore free private mediation for IGO & INGO UDRP disputes and the creation of an arbitration appeal route for all IGO & INGO UDRP disputes that registrants could choose to use as an alternative to the judicial route. As it was, those leading the working group were not prepared to allow any time for consideration of option #6 beyond presenting it as an additional option for voting on.
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